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DETAILED ACTION 

1 . This action is responsive to communications: Request for continued examination 
05/25/2005. 



2. Claims 12-^33 are pending in this case. Claims 12, 17, 20, 24, 28, 29, and 31 
are independent claims. Claims 17, 20, 24, 29, and 31 have been amended. Claims 32 
and 33 have been newly added. 



Claim Rejections - 35 USC § 103 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 



4. Claims 12-27 and 29-33 remain rejected under 35 U.S.C. 103(a) as being 
unpatentable over Adamske et al. (US Patent Number 6,625,234, filed on May 1 1 , 
1999). 

Regarding independent claim 12 and dependent claims 32 and 33, Adamske 
discloses a method in which a user uses software on a client device to generate a print 
file based on a document and a print driver (column 5, line 64-column 7, line 15 of 
Adamske). The user then uploads the print file to the server, this print file (PostScript) 
being capable of being directly printed by a printer (column 5, line 64-column 7, line 15 
of Adamske). Adamske discloses a method in which a user interface is generated that 
may be web based (on the server) (column 2, lines 4-60 of Adamske). The interface 
provides a preview section and a printing options section that allows a user to provide 
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configuration information (i.e. style options) (column 7, lines 16-56 of Adamske). The 
interface is provided to the user via the Internet for display (column 2, lines 4-60 of 
Adamske). Adamske does not directly disclose in this embodiment that a preview is 
generated by the server and provided to the user based on the print file that was 
uploaded. However, Adamske discloses an alternate method in which the server 
generates a preview based on the print file and the configuration information and 
provides that preview to the user for display at the client device (column 5, line 64- 
column 7, line 15 of Adamske). It would have been obvious to one of ordinary skill in 
the art to combine the two methods of Adamske because it would have allowed the 
client system to do less work in the process. 

Regarding dependent claim 13, Adamske discloses a method in which a print 
drive is installed on the client in order to generate the print file (column 5, line 64-column 
7, line 15 of Adamske). 

Regarding dependent claim 14, Adamske discloses a method in which a print 
driver is installed on the client and a print file is generated using the print driver, at 
which point the print file is uploaded to the server (column 5, line 64-column 7, line 15 of 
Adamske). Adamske discloses a method in which the print driver necessary is 
automatically selected (column 5, line 64-column 7, line 15 of Adamske). Adamske 
does not disclose a method in which the print driver is listed. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to have 
allowed to have listed the print driver of Adamske because it would have allowed the 
user to see the format type the print file would be in. 
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Regarding dependent claim 15, Adamske discloses a method in which a user 
interface is generated that may be web based (on the server) (column 2, lines 4-60 of 
Adamske). The interface provides a preview section and a printing options section that 
allows a user to provide configuration information (i.e. style options) (column 7, lines 16- 
56 of Adamske). The interface is provided to the user via the Internet for display 
(column 2, lines 4-60 of Adamske). 

Regarding dependent claim 16, Adamske discloses a method in which styles 
and printing options for the document are obtained and shown via the preview, which is 
then provided to the client (column 5, line 64-column 7, line 56 of Adamske). 

Regarding independent claim 17, Adamske discloses a method in which a user 
uses software on a client device to generate a print file and uploads it to a server or a 
print file may be generated on a server based on a document and a print driver (column 
5, line 64-column 7, line 15 of Adamske). Adamske discloses a method in which a user 
interface is generated that may be web based (on the server) (column 2, lines 4-60 of 
Adamske). The interface provides a preview section and a printing options section that 
allows a user to provide configuration information (i.e. style options) (column 7, lines 16- 
56 of Adamske). The interface is provided to the user via the Internet for display 
(column 2, lines 4-60 of Adamske). A plurality of copies is printed in accordance with a 
plurality of addresses that are obtained from the user (column 5, line 64-column 7, line 
15 of Adamske). A coversheet and shipping label (memo) is customized for each 
address and recipient is printed; at point all parts are delivered to the delivery addresses 
(column 7, lines 16-56 of Adamske). Adamske does not disclose that the customized 
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memo is obtained from the client. However, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to have allowed the user to 
create the custom memo on the client rather than the server because it would have 
provided the user with the ability to create the memo with the same application as the 
document itself. 

Regarding dependent claim 18, Adamske discloses a method in which a user 
uses software on a client device to generate a print file and uploads it to a server or a 
print file may be generated on a server based on a document and a print driver (column 
5, line 64-column 7, line 15 of Adamske). Adamske also discloses a method in which a 
user interface is generated that may be web based (on the server) (column 5, line 64- 
column 7, line 15 of Adamske). The interface provides a preview section and a printing 
options section that allows a user to provide configuration information (i.e. style options) 
(column 5, line 64-column 7, line 56 of Adamske). The interface is provided to the user 
via the Internet for display (column 2, lines 4-60 of Adamske). Adamske also discloses 
a method in which styles and printing options for the document are obtained and shown 
via the preview, which is then provided to the client (column 7, lines 16-56 of Adamske). 

Regarding dependent claim 19, Adamske discloses a method in which a print 
drive is installed on the client in order to generate the print file (column 5, line 64-column 
7, line 15 of Adamske). Adamske discloses a method in which a print driver is installed 
on the client and a print file is generated using the print driver, at which point the print 
file is uploaded to the server (column 5, line 64-column 7, line 15 of Adamske). 
Adamske discloses a method in which the print driver necessary is automatically 
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selected (column 5, line 64-column 7, line 15 of Adamske). Adamske does not disclose 
a method in which the print driver is listed. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to have allowed to have listed 
the print driver of Adamske because it would have allowed the user to see the format 
type the print file would be in. 

Regarding independent claim 20 and dependent claims 21-23, the claims 
incorporate substantially similar subject matter as claims 12-15. Thus, the claims are 
rejected along the same rationale as claims 12-15. 

Regarding independent claim 24, Adamske discloses a method in which a user 
uses software on a client device to generate a print file based on a document and a 
print driver (column 5, line 64-column 7, line 15 of Adamske). The user then uploads 
the print file to the server, this print file (PostScript) being capable of being directly 
printed by a printer (column 5, line 64-column 7, line 15 of Adamske). Adamske 
discloses a method in which a user interface is generated that may be web based (on 
the server) (column 2, lines 4-60 of Adamske). The interface provides a preview section 
and a printing options section that allows a user to provide configuration information (i.e. 
style options) (column 7, lines 16-56 of Adamske). The interface is provided to the user 
via the Internet for display (column 2, lines 4-60 of Adamske). Adamske does not 
directly disclose in this embodiment that a preview is generated by the server and 
provided to the user based on the print file that was uploaded. However, Adamske 
discloses an alternate method in which the server generates a preview based on the 
print file and the configuration information and provides that preview to the user for 
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display at the client device (column 5, line 64-column 7, line 15 of Adamske). It would 
have been obvious to one of ordinary skill in the art to combine the two methods of 
Adamske because it would have allowed the client system to do less work in the 
process. 

Regarding dependent claim 25, Adamske discloses a method in which a user 
uses software on a client device to generate a print file and uploads it to a server or a 
print file may be generated on a server based on a document and a print driver (column 
5, line 64-column 7, line 15 of Adamske). Adamske discloses a method in which a user 
interface is generated that may be web based (on the server) (column 2, lines 4-60 of 
Adamske). The interface provides a preview section and a printing options section that 
allows a user to provide configuration information (i.e. style options) (column 7, lines 16- 
56 of Adamske). The interface is provided to the user via the Internet for display 
(column 2, lines 4-60 of Adamske). A plurality of copies is printed in accordance with a 
plurality of addresses that are obtained from the user (column 5, line 64-column 7, line 
1 5 of Adamske). A coversheet and shipping label (memo) is customized for each 
address and recipient is printed; at point all parts are delivered to the delivery addresses 
provided by the client (column 7, lines 16-56 of Adamske). 

Regarding dependent claim 26, Adamske discloses a method in which 
payment information is obtained for the copy and the payment is processed using that 
information (column 6, line 58-column 7, line 15 of Adamske). 



Application/Control Number: 09/709,433 Page 8 

Art Unit: 2178 

Regarding dependent claim 27, Adamske discloses a method in which the print 
driver generates the print file and an upload manager communicates the file to the 
server (column 5, line 64-column 7, line 15 of Adamske). 

Regarding independent claim 29, Adamske discloses a method in which a user 
uses software on a client device to generate a print file and uploads it to a server or a 
print file may be generated on a server based on a document and a print driver (column 
5, line 64-column 7, line 15 of Adamske). Adamske discloses a method in which a user 
interface is generated that may be web based (on the server) (column 2, lines 4-60 of 
Adamske). The interface provides a preview section and a printing options section that 
allows a user to provide configuration information (i.e. style options) (column 7, lines 16- 
56 of Adamske). The interface is provided to the user via the Internet for display 
(column 2, lines 4-60 of Adamske). A plurality of copies is printed in accordance with a 
plurality of addresses that are obtained from the user (column 5, line 64-column 7, line 
15 of Adamske). A coversheet and shipping label (memo) is customized for each 
address and recipient is printed; at point all parts are delivered to the delivery addresses 
(column 7, lines 16-56 of Adamske). Adamske does not disclose that the customized 
memo is obtained from the client. However, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to have allowed the user to 
create the custom memo on the client rather than the server because it would have 
provided the user with the ability to create the memo with the same application as the 
document itself. 
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Regarding dependent claim 30, Adamske discloses a method in which the 
document may be generated on the client and obtained from the client (column 5, line 
64-column 7, line 15 of Adamske). 

Regarding independent claim 31, Adamske discloses a method in which a user 
uses software on a client device to generate a print file and uploads it to a server or a 
print file may be generated on a server based on a document and a print driver (column 
5, line 64-column 7, line 15 of Adamske). Adamske discloses a method in which a user 
interface is generated that may be web based (on the server) (column 2, lines 4-60 of 
Adamske). The interface provides a preview section and a printing options section that 
allows a user to provide configuration information (i.e. style options) (column 7, lines 16- 
56 of Adamske). The interface is provided to the user via the Internet for display 
(column 2, lines 4-60 of Adamske). A plurality of copies is printed in accordance with a 
plurality of addresses that are obtained from the user (column 5, line 64-column 7, line 
1 5 of Adamske). A coversheet and shipping label (memo) is customized for each 
address and recipient is printed; at point all parts are delivered to the delivery addresses 
(column 7, lines 16-56 of Adamske). Adamske does not disclose that the customized 
memo is obtained from the client. However, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to have allowed the user to 
create the custom memo on the client rather than the server because it would have 
provided the user with the ability to create the memo with the same application as the 
document itself. 
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5. Claim 28 remains rejected under 35 U.S.C. 103(a) as being unpatentable over 
Adamske et al. (US Patent Number 6,625,234, filed on May 11, 1999) in view of 
Bresnan et al. (US Patent Number 5,873,073, issued on February 16, 1999 - IDS). 

Regarding dependent claim 28, Adamske discloses a method in which a user 
uses software on a client device to generate a print file and uploads it to a server or a 
print file may be generated on a server based on a document and a print driver (column 
5, line 64-column 7, line 15 of Adamske). Adamske discloses a method in which a user 
interface is generated that may be web based (on the server) (column 2, lines 4-60 of 
Adamske). The interface provides a preview section and a printing options section that 
allows a user to provide configuration information (i.e. style options) (column 7, lines 16- 
56 of Adamske). The interface is provided to the user via the Internet for display 
(column 2, lines 4-60 of Adamske). Adamske also discloses a method in which styles 
and printing options for the document are obtained and shown via the preview that may 
be navigated by selecting portions (navigation area), which is then provided to the client 
(column 5, line 64-column 7, line 56 of Adamske). Adamske does not disclose a 
method in which an estimate area displays an estimate of price based on the 
configuration and print file. However, Bresnan discloses a method in which an estimate 
is generated based on configuration and the file itself and presented to the user (column 
14, lines 10-58 of Bresnan). It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to have combined the methods of Adamske with 
the method of Bresnan because it would have allowed the user to see the price prior to 
the billing process. 
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Response to Arguments 

6. Applicant's arguments filed 05/25/2005 have been fully considered but they are 
not persuasive. 

Applicant's arguments on pages 9-12, regarding the independent claims and the 
combination of the teachings of the two embodiments of Adamske, the examiner 
believes that in combination the two embodiments properly teaches all of the limitations 
of the independent claims in question. In the first embodiment cited Adamske teaches 
that software used on the client can be used to generate a print file and a print preview 
file, the print file being forwarded to the server (column 6, lines 24-42 of Adamske). The 
citation in column 6, lines 24-42, explicitly states, "In this alternate embodiment, client 
computer includes a print driver program resident on memory that is executable to 
convert the electronic document and provide the print preview capability prior to 
uploading to the web server," (emphasis added). The conversion performed by a print 
driver program performs is equal to the conversion performed on the server in the 
alternate embodiment, which is converting the document into a printable electronic 
document (e.g. PostScript) (column 5, line 64-column 6, line 23), thus clearly showing 
that the client embodiment has the ability to convert the document into a print file 
without help from the server. By definition a print driver acts as an interpreter between 
the operating system or application software and the particular make and model of 
printer you're trying to talk to, or in other words a print driver is used to place the data 
you are working with in condition to be understood by the printing device you are using, 
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or in other words interpreting the file into a file that can be directly printed by the printer. 
The other cited embodiment of Adamske discloses that a server may create a preview 
version of the document to be displayed on the client if the server has the print file and 
configuration information which can be obtained via the web interface (column 6, lines 
12-23 and column 6, line 58-column 7, line 15 of Adamske). The combination of these 
teachings would have made it obvious that if you have the power to generate the print 
file at the client and forward it to the server, and the power to generate a preview at the 
server based on the configuration generated via the interface and print file at the server, 
that you could forward the print file as taught in the first discussed embodiment and then 
use the print file and the configuration to create the preview. This would have been 
obvious because it would reduce the processing load at the client. 

When the preview is view at any point the user may make changes to the 
document and generate a new preview, which would include changing configuration 
options such as black and white or color printing which could then be incorporated into 
the new preview (column 6, line 58-column 7, line 15 and column 3, line 64-column 4, 
line 8 of Adamske). 

Applicant's arguments on pages 12-13, regarding independent claim 17 and the 
limitation regarding a customized memo, the examiner believes that the cited art 
teaches the limitation, even as it is newly recited. Adamske discloses that a cover sheet 
and shipping label are received from the client (column 17, lines 16-56 of Adamske), 
and in order for the system to work, at least the shipping label would have to be tailored 
to each specific recipient, otherwise the document would be improperly shipped. 
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All of the other arguments on pages 13-17 are in reference to the topics above, 
thus the rationale above can be used to respond to the similar arguments. 

Conclusion 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joshua D. Campbell whose telephone number is (571) 
272-4133. The examiner can normally be reached on M-F (7:30 AM - 4:00 PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen Hong can be reached on (571 ) 272-4124. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



JDC 

March 28, 2006 




STEPHEN HONG 
SUPERVISORY PATENT EXAMINER 



